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Kl Responsive to communication(s) filed on Jun 10, 1999 ■ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for fornnal nnatters, prosecution as to the merits is closed 
in accordance with the practice under fxparre Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action Is set to expire 3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Claim(s) l^S 's/are pending in the application. 

Of the above, claim(s) is/are withdrawn from consideration. 

□ Claim(s) is/are allowed. 

Kl Claim(s) ^8 is/are rejected. 

□ Claim (s) is/are objected to. 

□ Claims are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Cipproved Qjisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration Is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 
The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

Claims 1-8 are rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Each of the following has been identified by the examiner as new matter: 

1, In claim 1, the lower limit on the core diameter (29 mm), the upper limit on the 
core specifi^ gravity (1.4), the lower limit of the intermediate layer thickness (1 mm), the upper 
limit of the specific gravity of the intermediate layer (1.2), the lower limit of the hardness of the 
intermediate layer (85 on JIS C), and the upper limit of the thickness range of the cover being 
claimed (3 nun) was not disclosed in the originally filed specification. 

As an example the upper limit on the thickness range of the originally disclosed 
cover was 1.27 mm. 

2. In claim 3, there is no basis provided for the applicant's reasoning that the now 
claimed hardness range of the cores and covers was inherent in the original specification. Without 
a basis in the original specification the now claimed ranges must be considered new matter. 
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3. In claim 5, the lower limit of the diameter of the center core being claimed (29 
mm) was not disclosed in the originally filed specification. The lower limit originally disclosed 
was 35.052 mm. 

4. In claim 6, neither the upper or lower limit of the claimed difference in the 
specific gravity (.5 - . 1) was disclosed in the originally filed specification. By applicant's 
admission the limits of the difference disclosed were (.234 - .164). 

5. In claim 7, neither the upper limit (1 .0) nor the lower limit (.9) were disclosed 
in the originally filed specification. While values within that range were disclosed they do not 
make inherent the upper and lower bounds of the claimed range. 

6. In claim 8, neither the upper limit (100) nor the lower limit (85) were disclosed 
in the originally filed specification. While values within that range were disclosed they do not 
make inherent the upper and lower bounds of the claimed range. 

Claims 1-8 of this application have been copied by the applicant fi*om U. S. Patent No. 
5,553,852. These claims are not patentable to the applicant because they constitute new matter 
under 35 U.S.C. 1 12 1st paragraph. 

An interference cannot be initiated since a prerequisite for interference under 37 
CFR 1.606 is that the claim be patentable to the applicant subject to a judgement in the 
interference. 
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Any inquiry concerning this communication should be directed to Mark S. Graham at 
telephone number (703) 308-1355. 



MSG 

December 6, 1999 




